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In the final office action dated 10/03/2005, ciaim 25 was rejected under 35 IJSC 102(e) as being 
anticipated by Rose. 

In the Appeal Brief ilit-d March 2t}, J:;.""^ Xppisc.inis icspecituliv disayret-d diat Rest* leaches 
each and e\cr\ liumfUion oi'indepeadeat chhn 25 and its dcposidosU claims 26-3ri i2-34 for 
the reasons set forth below. Applicants also respectfully disagreed that Rose teaches each and 
every limitation of independent claims 36 and 37 for the reasons set forth below. 

The rejection of claim 25 relies primarily cm FIG. 3 of Rose to show all of the claimed featxues. 
A version of Rose's FIG. 3 from the Office Action dated Oct. 3, 2005 is reproduced below. The 
markings were made by the Examiner. 




Claim 25 requires a photoresist layer positioned adjacent an insulating layer for defining at least 
one channel, and a coil stajcture defined by a conductive material situated in the at least one 
channel Claim 25 t'unher rcquisc^ iha? a profile of the channel includes a first segment defining 
a first angle and a second segment continuous with the first segment, the second segment 
defining a second angle, the second angle being different than the first angle. 
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To anticipate the claims, the rejection points to Rose's insulating layer 70 as tiieeting the claimed 
insulating layer, and the photoresist layer 82 as meeting the claimed photoresist layer. The 
rejection goes on to indicate that Rose's photoresist layer 82 defines at least one channel, and 
that Rose discloses a coii statcture 20b defined by a conductive materia! situated in the channel, 
where a profile of the channei includes a fust segment (marked on the drawing) and a second 
segment (marked on the drawing). 

In a response to the final OtTice Action and in the Appeal Brief, Applicants argued that, looking 
to the marked-up version of Rose's FIG. 3, above, the first segiiient marked by the Examiner is 
not defined by the photoresist layer 82, but rather is defined by insulating layer 70. l~hus, the first 
segment indicated by Rose does not anticipate the first segment of claim 25, as Rose's first 
segment is defined by insulating layer 70 rather tha?i by a photoresist layer as claimed, "A claim 
is anticipated only if each and every element as set forth in tlie claim is found, either expressly or 
inherently described, in a single prior art reference." Verdegaal Bros. v. Union Oil Co. of 
Ca/ifbrma, 814 :F.2d 628, 631, 2 USPQ2d 1051, 1053 (Fed. Cir. 1987). The elements must be 
arranged as required by the claim. In re Bond, 910 F.2d 83 1, I S USPQ2d 1 566 (Fed. Cir. 1990). 
Moreover, the identical invention must be shown in as complete detail as contained in the claim. 
Rkhard'ionv. Suzuki Makfr Co. 868 F.2d 1226, i236,9USPQ2d 1913, 1920 (Fed. Cir. 1989). 

Applicants also argued in the Appeal Brief filed 03/20/2006 that the rejection of claim 25 is 
erroneous, as the elements of Rose are not arranged as required by the clai m, in violation of the 

ml& of JfJ re Bond, supra. Again, the purported "channel" in Rose is defined by insulating layer 
70 and insulating layer SO, not an insulatirxg layer ajtid a photoresist layer as required by claim 25, 
Accordingly, the rejection violates die rule of In re Bond, supra. 

The Examiner responded in tlie Examiner's Answer mailed 05/31/2006 that tiie claim does not 
require that the first segment is defined by a photoresist. Applicants respectfully disagree. The 
second element of claim 25 requires " a photoresist layer positioned adjacent the insulating layer 
for defining at least one channel Thus, the claim does indeed require that the cbanritl be 
defined by the photoresist layer. It follows that because the channel is defined by the photoresist 
layer, segments of the channei profile must also be defined by the photoresist layer. Looking to 
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the relevant case law, it is clear that Rose fails to discK^se all claim elements arranged as recited 
by the claim, as required by in re Bond, mpra. Nor does Rose show the identical invention in as 
complete detail as contaitited in the claini, as required by Richardson, sttpra. Accordingly, the 
rejection is erroneous and must be withdrawn. 

In the Appeal Brief filed 03/20/2006, Applicants also argued that claim 25 also requires that the 
segments of the channel and their respective angles are defined by the photoresist. This feature is 
not shown in Rose, in violation of the rule of Verdegaal Bron, supra. That tlie claimed channel 
segments are defi ned by the photoresist is implicit in the language of the claim. Further, as 

required by MPEP Section 21 1 \, the Examiner must give the claims their broadest reasonable 
interpretation in light of the specification. Referring to the present appHcation, the head stmcture 
described in the specification includes channels 412 defined by the photoresist layer 41 0, Each 
channel defined by the photoresist layer has multiple segments 430, 432. Note the following 
quote from p. II, lines 1-6 and related Figure 4C of the present application: 

As shown, the channels 412 include multiple segments each defining different 
wall angles, in order to overcome the detlciencies of the prior art and improve the 
aspect ratios of a resisHanl coil stnicture In particular, each channel 412 includes 
a first segment 430 defining a first angle and a second segment 432 defining a 
second angle. The first segment 430 of each channel 412 may be positioned 
below the corresponding second segment 432. 
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The specification clearly indicates that the channel segments 430, 432 are defined by the 
photoresist layer. Therefore, it \vould not be reasonable to equate Rose's first segmetit detined by 
an insylatiiig layer 70 with the first segment defined by the photoresist layer of the claimed 

invention, in light of the specification. 

The embodiment of claim 25 provides an advantage over stajctures such as those disclosed in 
Rose. By defining the channel segments with the photoresist layer, a high aspect ratio can be 
achieved without the problems associated with miiiing the structure to define the coil structure, 
e.g., shorting. 

Further, the photoresist stnictures having the angies claimed in claims 27-30 provide an 
additional benefit in that they are more stable, i.e., less prone to breaking or tipping over during 
processing. 

rhe Exaininer responded in the Examiner's Answer mailed 05/31/2006 that claim 25 does not 
require that the segments of the channel and their respective angles are defined by the 
photoresist Applicants again respectfully disagree. The second element of claim 25 requires "a 
photoresist layer positioned adjacent the insulating layer for defining at least one channel ." Thus, 
the claim does indeed require tliat tlie channel be defined by the photoresist layer. It follows that 
because the channel is defined by the photoresist layer, segments of the channel profile must also 
be defmed by the photoresist layer. Looking to the relevant case law, it is clear that Rose fails to 
disclose all claim elements arranged as recited by the claim, as required by In re Bond, supra. 
Nor does Rose show the identical invention in as complete detail as contained in the claim, as 
required by Richardson, supra. Accordingly, the rejection is erroneous and must be witlidrawn. 

The Examiner aiso noted in the Examiner's Mswer mailed 05/3 1/2006 tliat although the claims 
are interpreted in light of the specification, limitations from the specification are not read into the 
claims. In the instajtit case, .Applicants believe that a fair interpretation of the claims in light of 
the specification would require that the claimed segments of the channel profile be defined by 
the photoresist. This does not require a reading in of limitations, but rather an interpreladon of 
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the claim Hmitation "aj^oj^Msilayef positioned adjacent the insulating layer foLdigfiningjt 
least one channei" that the photoresist layer defines at least one channel. 

Claims ~o-30 and 32-34 depend from claim I'^ and ihcK'finc incorporate ilie iimitatinns of daini 
25, mul are dieretore alst) believed to be allowable o\ er Rose by virtue of iheir dependence 
Claims 36 and 37 contain limitations similar to those of claim 25, and so are believed to be 
allowable for the same reasons as claim 25. 

Because Rose fails to disclose or inherently contain each and every limitation required by claims 
25-30, 32-34, 36 and 37, and because the rejection fails to provide a basis for inclusion of 
inherent feaaires in the rejection, the rejection of claims 25-30, 32-34, 36 and 37 is improper. 

Group 7i2: Clmn 3 J 

In the final ofBce action, the Examiner rejected claim 31 over Rose, Claim 31 depends from 
claim 25 and therefore incorporates the limitations of claim 25, and is therefore also believed to 
be all owable over Rose by viitue of its dependence. 

In the Appeal Brief filed 03/20/2006, Applicants argued that the rejection of claim 31 is 
erroneous, as Rose fails to disclose each and every claim limitation as required by Verdegaal 
Brm., sijpra. In addition to the limitations of parent claim 25, claim 31 requires that the second 
segment of the channel is substantially vertical and defines an angle that is between 80 and 90 
degrees, and the first segment defines an angle that is between 70 and 85 degrees. 

Referring to FIG. 3 of Rose, relied on in the rejection. Applicants note that if the second segment 
identified by the Examiner is substantlaiiy vertical and defines an angle that is between 80 and 
90 degrees, then the first segment identified by the Examiner cannot be between 70 and 85 
degrees as requi red by the claims. Ratlier, the first segment appears to define an angle of less 
than 45 det^tecs, ^vjlich is far outside the range claimed. Accordingly, Rose fails to disclose a 
first segment detlning an angle that is between 70 and 85 degrees. 
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The embodiment of claim 31 provides an advantage o%er stmctures such as those disclosed in 
Rose By defining the channel segments with the photoresist layer, a high aspect ratio can be 
dLhte\ed without the pioblems assiKiaieJ uiii r-.i^o'ig "-he ^JucL 'e to define the coil stiiieUiie, 
c ti , shiirtitiii f-uahci, the channel segments having the angles iequucd bv claun 3 1 pios idcs an 
additional benefit in that they aie more stable, i e , less prone to breaking oi tipping ovet during 
processing. 

In the Examiner's Answer mailed 05/3 1 /2006, the Examiner responded tltat an angle measured 
tangentjally along the curved profile of Rose's structure would define an angle between 60 and 
90 degrees. See the image on p. 9 of the Examiner's Answer, Applicants respectfully point out 
that claim 3 ! depends from claim 30. Thus, claim 3 1 requires that the second segment defines an 
angle that is substantially vertical and between SO and 90 degrees; and the first segment defines 
an aitgle between 70 and 85 degrees, the second angle being different than tlte first angle. Under 
the method of calculating the angle of the first segment as presented in the Examiner's Answer, 
the second segment would have to be substantially horizontal to have an angle of 80-90 degrees, 
not substantially vertical as claimed. Thus, the rejection is eironeous and must be withdrawn. 

Issue #2: 

Issue # 2: Claim 35 has been rejected under 35 USC 103(a) as being unpatentable over the 
combination of Rose et al. witli Hsiao etal. (US 6,570,739) [hereinai\er "Hsiao"]. 

In the .Appeal Brief filed 03/20/2006, Applicants argued that Rose teaches away from the high 
aspect ratio coils of Hsiao. .Again, Rose [0042] indicates that the upper conductor 22b, the only 
conductor near the photoresist 82, is preferred to be larger than the lower conductor 22a. Rose 
[0044] goes on to indicate that the wider upper conductor 22b minimizes the combined height of 

the upper and lower conductors 20a and 20b. This improves yoke material deposition and 
improves operating frequency. Thus, Rose teaches away from high aspect ratio conductors in 
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order to minimize the conibtned height of the upper and lower conductors 20a and 20fo, 
Accordingly, the rejection violates the nUe of /nre GrmseilL supra. 

In the Hxaniincr & 'Vnswei mailed 0> > ! 200o {he Lxaminor lespondcd that Hsiao uocn not icdt h 
aw as honi Rose s design Houexei u does not niattci uhcthei iKiao tcat^hes d\sd\ oi ihU li 
eithet leterence teaches aw ay, that is enough A prima jacie case of obviousness nia\ also be 
rebutted by showing that the art, in any material respect, teaches away irom the clanned 
invention. In re GeMer, 1 16 F.3d 1465, 1471, 43 USPQ2d 1362, 1366 (Fed. Cir. 1997). It is 
improper to combine references where the references teach away from their combination. In re 
GrmseUh 713 F.2d 731, 743, 218 USPQ 769, 779 (Fed. Cir. 1983). 

In this case, it is Rose that clearly teaches away from modification based on Hsiao. Applicants 
respectfully disagree tltat one would be motivated to modify Rose witlt the teachings of Hsiao. 
Applicants note that paragraph [0015] of Rose indicates that steep angles of the conductors 
forming the windings present impediments to increasing the operating frequency of tlie write 
head. Thus, Rose suggests using wider conductors. Next, Rose teaches that the upper conductor 
(22bX the on!y conductor near the photoresist 82, is wider than the lower conductor (22a} See 
Rose [0042]. Further, the v^'ider shape of the upper conductor (22b) minimizes the combined 
height of the upper and lower conductors, which improves operating frequency. Rose [0044]. 
Finally, the wider upper conductor (22b) shown in FIG. 3 lowers winding inductance and 
improves rise time, thereby improving opemting frequency. Thus, Rose indicates that the wider 
upper conductor is critical to Rose's design. Modification based on Hsiao, as proposed in the 
rejeclion, would require increasing the vertical thickness of Rose's upper conductor (22b) by 
3.2X minimum, and potentially up to I6X. Thus, the resulting writer would have a very high coil 
stmcture, and further, would have very steep sides. However, these are precisely the features 
Rose is attempting to avoid, as noted in Rose [0015] and [0044]. 

From the foregoing, it is clear that Rose teaches away from the modification proposed in the 
ic'icction [u^meh increasing the height of Rose's upper conductor (the only conductor relevant to 
the fejcotiou) b\ up to \bX Apply ntg the rule of In re GeMer, supra, because Rose teaches 
away from such a modification, the rejection is improper. 
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In the Appeal Brief filed 03/20/2006, Appiicaius also argued that the rejection of claim 35 fails 
the fitst pumg of the ( inthani tu'-t -k ic ^ ^\\. \ l i^j...^ e ^ ■-uL'L>es5ton oi mutts.itiuii to 
combiiit* the puot di1 fcitfenct-!! and modsfv Ro^-c babed u i Hsiao as suggt.stvd tn tht* tcjtcuon 
Ihe 0105 e iaci thai idcsences can be combined ormodifled di>cs not lenJer the resultdot 
combination obvious unless the prior art also suggests the desirability of the combination . In re 
Mills, 916 FM 680, 16 USPQ2d 1430 (Fed, Cir. 1990). Aithough a prior art device *'may be 
capable of being modified to run the way the apparatus is claimed, there must be a suggestion or 
motivation in the reference to do so." 916 F.2d at 6S2, 16 USPQ2d at 1432. In the instant case, 
Rose indicates that conductor 22b, the only conductor near the photoresist 82, is preferred to be 
larger than the lower conductor 22a. See Rose [00'-12], Further, Rose's wider upper conductor 
lower.s winding inductance and improves rise time, thereby improving operating frequency. See 
Rose paragraph [0045]. Accordingly, the addition of Hsiao's high aspect ratio coils would 
provide no additional benefit. Further, the motivation for adding ilsiao's high aspect ratio coils 
as cited by tlte Exaitiiner is already provided by the upper conductor 22b as stated in Rose 
[0045], and so there is no motivation to replace Rose's upper conductor 22b with Hsiao's coils. 

In the Examiner's Answer mailed 05/31/2006, tlie Examiner responded that both Rose and Hsiao 
suggest ways of improving rise time, and so one skilled in the art would be motivated by the 
teachings of both references for further improving rise time. Applicants respectfully disagree that 
otie would be motivated to modify Rose with tlie teachings of llsiao. Rose's upper conductor is 
designed with alow profile to improve rise time. There is no fact presented in the rejection or the 
Exatniner's answer that indicates that modifying Rose's structure based on Hsiao would further 
improve Rose's rise time. Such a modification might in fad decrease the rise time of Rose's 
stmcture. Therefore, absent any showing that the proposed modification to Rose based on Hsiao 
would actually improve Rose's rise time, it is Applicants' position that the rejection fails to show 
sufficient motivation to make the proposed modification. Therefore, the rejection fails the 
Gmham test 

.Applicants also i-eiterate that Rose indicates that the wider upper conductor is critical to Rose's 
design. Modification based on Hsiao, as proposed in tlie rejection, would require increasing the 



Hrrm.K)6/HSJ9-2003-(K)45USl 



Apjieat Brief-piJge 9 of 10 



vertical thickness of Rose's upper conductor (22b) by up to 16:X, Thus, tlie resulting writer 
would have a very high coi! stnicture. However, this is precisely what Rose is attempting to 
avoid, as noted in Rose [001 5]. Therefore, there is no motivation to combine the teachings. 

In view of the remarks set forth hereinabove, all of the independent claims are deemed 
allowable, along with any claims depending therefrom. 

In the event a telephone conversation would expedite the prosecution of this application, the 
Exaniiner may reach the undersigned at (408) 971-2573. For payment of any additional fees due 
in connection with the filing of this paper, the Commissioner is authorized to charge such fees to 
Deposit Account No. 50-2587 (Order No. HSJ9-2003-0045US1). 

Respectfully submitted, 

i^y- ™™™il3[<MU]Mma^^ Date: _Juiy 31, 2006 

Dominic M, Kotab 
Reg. No. 42,762 

Zilka-Kotab. PC 

P.O. Box 721 120 

San Jose, California 95 172- i 120 

Telephone: (408)971-2573 

Facsimile: (408)971-4660 
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